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DETAILED ACTION 
Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 

thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claim 28 is is/are rejected under 35 U.S.C. 101 as not 
falling within one of the four statutory categories of 
invention. Supreme Court precedent ( Diamond v. Diehr , 450 U.S. 
175, 184 (1981); Parker v. Flook , 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson , 409 U.S. 63, 70 (1972); Cochrane v. 
Deener , 94 U.S. 780, 787-88 (1876)) and recent Federal Circuit 
decisions ( In re Bilski , 88 USPQ2d 1385 (Fed. Cir. 2008)) 
indicate that a statutory "process" under 35 U.S.C. 101 must (1) 
be tied to another statutory category (such as a particular 
apparatus), or (2) transform underlying subject matter (such as 
an article or material) to a different state or thing. While 
the instant claim recites a series of steps or acts to be 
performed, the claim neither transforms underlying subject 
matter nor positively ties to another statutory category that 
accomplishes the claimed method steps, and therefore do not 
qualify as a statutory process. 

In the present case, the claims recite a data structure to 
be recorded on a recording medium such that the data structure 



Application/Control Number: 10/528,151 
Art Unit: 2625 



Page 3 



is decodable by an apparatus, but does not claim a decoding 
apparatus structure and claims the "recording medium" in a 
manner that does not positively tie it to the creation of the 
described data structure. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351 (a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

4. Claim 28 is rejected under 35 U.S.C. 102(e) as being 
anticipated by Applicant's described Prior Art. 

Applicant describes as Prior Art (Specification page 1, 

lines 6-9) a recording medium (a CD) readable by a decoding 
apparatus and having a coded stream recorded thereon. 

Concerning the recitations of intended functional elements, 
while features of an apparatus may be recited either 

structurally or functionally, claims directed to an apparatus 
must be distinguished from the prior art in terms of structure 
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rather than function. In re Schreiher , 128 F.3d 1473, 1477-78, 
44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997). 

Allowable Subject Matter 

5. Claims 24-27 are allowed. 

6. The following is a statement of reasons for the indication 
of allowable subject matter: 

Re claims 24 & 27, the art of record does not teach or 
suggest the recited arrangement of a first coding step of coding 
a parameter set selected for decoding the current picture to be 
coded, a second coding step of coding the current picture based 
on this parameter set, and a coded stream generating step 
generating a coded stream to that the coded parameter set is 
located before the first I-picture in a random access unit. 

Re claim 25 (and dependent claim 26), the art of record 
does not teach or suggest the recited arrangement of decoding a 
coded stream generated by coding a random access unit via 
extracting a coded first parameter set located before a coded 
first I-picture, decoding the first parameter set, and decoding 
the current coded picture using the decoded parameter set. 

Conclusion 

7. Any inquiry concerning the contents of this communication 
or earlier communications from the examiner should be directed 
to Stephen M. Brinich at 571-272-7430. 
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Any inquiry relating to the status of this application, 

entry of papers into this application, or other any inquiries of 

a general nature concerning application processing should be 

directed to the Tech Center 2600 Customer Service center at 571- 
272-2600 or to the USPTO Contact Center at 800-786-9199 or 571- 
272-1000. 

The examiner can normally be reached on weekdays 8:00-5:30, 
alternate Fridays off. 

If attempts to contact the examiner and the Customer 
Service Center are unsuccessful, supervisor David Moore can be 
contacted at 571-272-7437. 

Faxes pertaining to this application should be directed to 
the Tech Center 2600 official fax number, which is 571-273-8300. 

Hand-carried correspondence may be delivered to the 
Customer Service Window, located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 22314. 

/Stephen M Brinich/ 

Examiner, Art Unit 2625 



